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1. Applicants- designation of this application as a 
continuation o £ parent case S N 0 9/186 , 769 is objected to because 
there was a restriction requirement in said parent case, and the 
claims herein correspond to one or more groups (e.g. Group n) 
that was/were not elected therein. Hence, this case is a 
divrsron of the parent case and appiioants are required to 
correct the first paragraph on page 1 o, the specification to 
reflect the true relationship. 

2- Applicants' election of Group I, claims 1-30 in Paper 
No. 4 is acknowledged. Because appfioant did not distinctly and 
specifically point out the supposed errors in the restriction 
requirement, the electron has been treated as an election without 
traverse (MPEP § 818.03(a)]. 

Claims 31-50 are withdrawn from further consideration 
by the examiner, 3V CFR 1.142(b) as being drawn to a non-elected 
invention. Election was made without traverse in Paper No. 4. 

3- The following is a quotation of the appropriate 
paragraphs of 35 u.S.C. 102 that form the basis for the 
rejections under this section made in this office action: 
A person shall be entitled to a patent unless - 

printed publlcatiT L^rfor « ™ * 

public use or on sale in hi. foreign country or in 

year prior to the date of " , C0Untry ' more than °™ 
United states application for patent in the 
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4. Claims 16-20 and 22 are rejected under 35 U-S.C. § 
102(b) as being clearly anticipated by Harris et al . 5,252,714, 
esp. column 5, lines 4-19, noting also column 6, line 12 as to 
PEG 8000 . 

5. Claims 1-9, 11, 14-24, 26, 29 and 30 are rejected under 
35 U.S.C. § 102(b) as being clearly anticipated by Phillips et 
al. 5,298,410, esp. Example 1-3, 6 and 7; and column 6, line 53 - 
column 7, line 19; or Snow et al . 5,532,154, esp. Examples 1, 3, 

4 , 7 and 8 . 

6. The non-statutory double patenting rejection, whether 
of the obvious- type or non-obvious- type , is based on a judicially 
created doctrine grounded in public policy (a policy reflected in 
the statute) so as to prevent the unjustified or improper 
timewise extension of the "right to exclude" granted by a patent. 
In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); In re Van Ornam, 
686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Longi, 759 F.2d 
887, 225 USPQ 645 (Fed. Cir. 1985) ; and In re Goodman, 29 USPQ 2d 
2010 (Fed. Cir. 1993) . 

A timely filed terminal disclaimer in compliance with 
37 CFR 1.321 (b) and (c) may be used to overcome an actual or 
provisional rejection based on a non-statutory double patenting 
ground provided the conflicting application or patent is shown to 
be commonly owned with this application. See 37 CFR 1.78 (d) . 

Effective January 1, 1994, a registered attorney or 
agent of record may sign a Terminal Disclaimer. A Terminal 
Disclaimer signed by the assignee must fully comply with 37 CFR 
3.73 (b) . 

7. Claims 1-6, 8, 9, 11, 16-21, 23, 24 and 26 are rejected 
under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-21 of U.S. Patent 



No. 6,362,254. Although the conflicting claims are not 
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identical, they are not patentably distinct from each other 
because the stated instant claims read on, or at least overlap, 
the claims of the '254 patent. 

8. Claims 1-8, 10-23 and 25-30 are rejected under the 
judicially created doctrine of obviousness- type double patenting 
as being unpatentable over claims 1-29 of U.S. Patent No. 
6,495,659. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because the 
stated instant claims read on, or at least overlap, the claims of 
the '659 patent. 

9. The following is a quotation of the second paragraph of 

35 U.S.C. § 112 : 

The specification shall conclude with one or more 
claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards 
as his invention. 

10. Claims 2 and 17 are rejected under 35 U.S.C. § 112, 
second paragraph, as being indefinite for failing to particularly 
point out and distinctly claim the subject matter which 
applicants regard as the invention. 

Claims 2 and 17 recite a Markush group which is not 
considered proper for the reasons that it is indefinite as to 
scope and incomplete as to its membership in not reciting --the 
group consisting of-- after "from". 

11. The lengthy specification has not been checked to the 
extent necessary to determine the presence of all possible minor 
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™. Appllcant . s cooperation ^ rfiquested ^ ^ 

«™» of „ hlch appllcant may become ^ thfi speci(icatim 

12. Applicants should insert the statu, n f -v, 

tne status of the parent case 

( now U.S. Patent No 6 4 4 « 

S ' 448 ' 369) ln ^e first paragraph on page l 

ot the specification. 
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